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Trade Aspects of Intellectual Property Rights

         (summary)

Course Organization

The main purpose of teaching the course TRADE ASPECTS OF INTELLECTUAL PROPERTY RIGHTS is to train professionals with a high level of professional knowledge in the field of foreign trade and international trade, familiar with the principles of legal protection of intellectual property rights and its impact on trade relations.

Objectives

After successfully completing the elements of the E-Learning course "Trade-related aspects of Intellectual Property Rights" you will have:

the role and functions of the WTO; 

the legal framework of the Multilateral Trade System; 

the relationship between the World International Property Organization (WIPO) and the WTO;

the basic principles of the Multilateral Trade System in trade in goods and show how these principles apply to TRIPS; 

the legal framework governing the TRIPS Agreement; 

Members' rights and obligations in the TRIPS Agreement; and,

benefited from the establishment of a network of useful contacts between course participants and experts from the WTO Secretariat.

Lecture 1. The Concept of Intellectual Property
Questions:

1. The Concept of IP

2. Copyright and Related Rights

3. Industrial Property.

4. International Protection of IP.

5. WIPO and IP Protection

6. WTO and IP Protection

Intellectual property (IP) refers to creations of the mind: inventions, literary and artistic works, and symbols, names, images, and designs used in commerce.

Countries of the world generally have laws to protect intellectual property for two main reasons. 

The first reason is to give statutory expression to the moral and economic rights of creators in their creations and to the rights of the public in accessing those creations. The second is to promote creativity and the dissemination and application of its results, and to encourage fair trade, which would contribute to economic and social development.

Intellectual property law aims at safeguarding creators and other producers of intellectual goods and services by granting them certain time-limited rights to control the use made of those productions. Those rights do not apply to the physical object in which the creation may be embodied but instead to the intellectual creation as such.

Intellectual property law aims at safeguarding creators and other producers of intellectual goods and services by granting them certain time-limited rights to control the use made of those productions. Those rights do not apply to the physical object in which the creation may be embodied but instead to the intellectual creation as such.

The Convention Establishing the World Intellectual Property Organization (Stockholm, 1967) gives the following list of subject matter protected by intellectual property rights:

literary, artistic and scientific works;

performances of performing artists, phonograms, and broadcasts;

inventions in all fields of human endeavor;

scientific discoveries;

industrial designs;

trademarks, service marks, and commercial names and designations;

protection against unfair competition; and

“all other rights resulting from intellectual activity in the industrial, scientific, literary or artistic fields.”

IP is divided into two categories: 

Industrial property, which includes inventions (patents), trademarks, industrial designs, and geographic indications of source; 

Copyright and neighboring rights, which includes literary and artistic works such as novels, poems and plays, films, musical works, artistic works such as drawings, paintings, photographs and sculptures, and architectural designs.  Rights related to copyright include those of performing artists in their performances, producers of phonograms in their recordings, and those of broadcasters in their radio and television programs. 

Copyright protect literary and artistic works

For the purposes of copyright protection, the term “literary and artistic works” is understood to include every original work of authorship, irrespective of its literary or artistic merit. The ideas in the work do not need to be original, but the form of expression must be an original creation of the author. 

The purpose of related rights is to protect the legal interests of certain persons and legal entities who contribute to making works available to the public; or who produce subject matter which, while not qualifying as works under the copyright systems of all countries, contain sufficient creativity or technical and organizational skill to justify recognition of a copyright-like property right. The law of related rights deems that the productions which result from the activities of such persons and entities merit legal protection in themselves, as they are related to the protection of works of authorship under copyright. Some laws make clear, however, that the exercise of related rights should leave intact, and in no way affect, the protection of copyright.

Industrial property takes a range of forms. It include:

- inventions; 

- utility models;

- industrial designs;

- layout-designs of integrated circuits.

Industrial property also covers:

- new varieties of plants 

- trademarks, service marks;

- commercial names and designations;

- geographical indications;

- protection of undisclosed information;

- protection against unfair competition.

The World Intellectual Property Organization (WIPO) is an international organization dedicated to ensuring that the rights of creators and owners of intellectual property are protected worldwide, and that inventors and authors are thus recognized and rewarded for their ingenuity.

As a specialized agency of the UN, WIPO exists as a forum for its Member States to create and harmonize rules and practices to protect intellectual property rights. Most industrialized nations have protection systems that are centuries old. Many new and developing countries, however, are now building up their patent, trademark and copyright laws and systems. With the rapid globalization of trade during the last decade, WIPO plays a key role in helping these new systems to evolve through treaty negotiation, legal and technical assistance, and training in various forms, including in the area of enforcement of intellectual property rights.

For more information about WIPO: http://www.wipo.int/portal/en/ 

The main functions of the WTO are to:

administer trade agreements;

serve as a forum for trade negotiations;

settle trade disputes;

review Member's trade policies;

assist developing countries with trade policy issues, through technical assistance and training programmes; and

cooperate with other international organizations. 

For more information about WTO: http://www.wto.org/
To facilitate the implementation of the TRIPS Agreement, the WTO concluded with WIPO an Agreement on cooperation between the two organizations, which came into force on 1 January 1996. 

As explicitly set out in the Preamble to the TRIPS Agreement, the WTO aims to establish a mutually supportive relationship with WIPO. The Agreement provides for cooperation in three main areas, namely (1) notification of, access to and translation of national laws and regulations; (2) implementation of procedures for the protection of national emblems; and (3) technical cooperation.

Lecture 2. The Basic Principles of the TRIPS Agreement

The TRIPS Agreement is an integral Part of the WTO Agreements, and it is binding on each Member of the WTO.

The WTO Agreement has four Annexes. 

Annex 1 is divided into three sections:

Annex 1A (The Multilateral Agreements on Trade in Goods);

Annex 1B (General Agreement on Trade in Services); and

Annex 1C (Agreement on Trade-related Aspects of Intellectual Property Rights).

Annex 2 governs the Understanding on Rules and Procedures Governing the Settlement of Disputes.

Annex 3 is entitled Trade Policy Review Mechanism.

Annex 4 contains the Plurilateral trade agreements.

The TRIPS Agreement contains certain general provisions and basic principles, such as national and most-favoured-nation treatment, and exhaustion of rights.

Non-discrimination is a key concept of the multilateral trading system. It is based on the most‑favoured-nation clause and national treatment.
The National Treatment principle prohibits a Member from favouring its domestic products over the imported products of other Member countries.

In the area of services, the National Treatment principle refers to non-discrimination between domestically produced services or domestic service providers, and imported services or foreign service providers. Under TRIPS, the object of the National Treatment obligation are nationals of Members, i.e. that in regard to the protection of intellectual property rights a Member must treat nationals of other Members no less favourably than its own.

National Treatment principle is regulated for trade in goods, by GATT Article III; for trade in services, by GATS Article XVII; and for trade-related aspects of intellectual property rights, by Article 3 of the TRIPS Agreement.
The TRIPS Agreement is the most comprehensive multilateral agreement on intellectual property to date incorporating substantive provisions of:

Paris Convention  for the Protection of Industrial Property   (1883)

Berne Convention for the Protection of Literary and Artistic Works (1886)

Rome Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organizations (1961)

Treaty on IP in Respect of Integrated Circuits (1989)

The areas of intellectual property that the TRIPS Agreement covers are: 

- copyright and related rights (i.e. the rights of performers, producers of sound recordings and broadcasting organizations); 

- trademarks including service marks; geographical indications; 

- industrial designs; 

- patents, including the protection of new varieties of plants; 

- the layout-designs of integrated circuits; 

- undisclosed information, including trade secrets and test data.

In respect of each of these areas of intellectual property, the Agreement sets out the minimum standards of protection to be provided by each Member. Each of the main elements of protection is defined, namely the subject-matter to be protected, the rights to be conferred and permissible exceptions to those rights, and the minimum duration of protection. The standards build on those in the main pre-existing WIPO Conventions, substantive provisions of which are incorporated into the Agreement by reference.

The second main set of provisions in the Agreement lays down requirements for national procedures and remedies for the enforcement of these intellectual property rights (IPRs): general principles applicable to all IPR enforcement procedures; civil and administrative procedures and remedies; provisional measures; special border enforcement measures; and criminal procedures. These procedures and remedies must enable right holders to enforce their rights effectively and also provide for safeguards against the abuse of such procedures and remedies as barriers to legitimate trade.

The Agreement contains some general rules to ensure that procedural difficulties in acquiring or maintaining IPRs do not nullify the substantive benefits that should flow from the Agreement.

The Agreement makes disputes between Members about the respect of TRIPS obligations subject to the WTO's integrated dispute settlement procedures.

The TRIPS Agreement gives Members transitional periods, which differ according to their stages of development, to bring themselves into compliance with its rules. Least-developed country Members continue to benefit from extended transitional periods. It also contains provisions on transfer of technology and technical cooperation.

The Agreement is administered by the Council for TRIPS, open to all Members, which reports to the WTO General Council.

Lecture 3. Copyright and Related Rights

The term copyright is usually used to refer to the rights of authors in their literary and artistic works. 

Related rights are the rights of performers, producers of phonograms and broadcasting organizations. 

The main social purpose of protection of copyright is to encourage and reward creative work. The income generated by copyright may allow authors to dedicate themselves to creative work and will warrant the considerable upfront investment often entailed in the creation of certain types of work, such as films or computer programs. Authors often exploit their works by licensing them to publishers and producers. Copyright is thus the economic backbone of cultural industries. Another rationale for copyright, as in other intellectual property rights, is equity, a sense that it is fair that an author would draw some benefit from others using the fruits of his or her creative efforts.
Main international treaties:

the Berne Convention for the Protection of Literary and Artistic Works of 1886;

the Universal Copyright Convention of 1952; 

the International Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organizations of 1961 (commonly known as the Rome Convention);

the WIPO Copyright Treaty of 1996; 

the WIPO Performances and Phonograms Treaty of 1996;

TRIPS Agreement.

Under the Article 9 of the TRIPS Agreement Members are obliged to comply with the substantive provisions of the Paris Act of 1971, i.e. Articles 1 through 21 of the Berne Convention (1971) and the Appendix thereto. However, Members do not have rights or obligations under the TRIPS Agreement in respect of the rights conferred under Article 6bis of that Convention, i.e. the moral rights (the right to claim the authorship and to object to any derogatory action in relation to a work, which would be prejudicial to the author’s honour or reputation), or of the rights derived therefrom.

The expression “literary and artistic works” is to be understood, for the purposes of copyright protection, as including every original work of authorship, irrespective of its literary or artistic merit.

Copyright protections does not cover any information or ideas contained in a work; it only protects original expressions.

Another principle present in the copyright doctrine is the originality requirement. An expression is protected only to the extent that it reaches the necessary level of originality (which varies between jurisdictions). Although this principle is not specifically addressed by the provisions of the TRIPS Agreement or the Berne Convention, the legislative history of the Berne Convention indicates that the term "works" has been understood to refer to original, intellectual creations. In other words, they are original creations of the human mind such as literary works, songs and films.
The international conventions do not limit the modes or forms of expression, which are protected by copyright law. Literary and artistic works include books, music, plays, choreography, photography, films, paintings, sculptures, computer programs and databases.

The rights under copyright are divided into two main categories:

economic rights, that allow authors to extract economic value from the utilization of their works; and

moral rights, that allow authors to claim authorship and protect their integrity. 

* The WTO Members do not have any rights or obligations under the TRIPS Agreement in respect of moral rights. 
In respect of at least computer programs and cinematographic works, a Member shall provide authors and their successors in title the right to authorize or to prohibit the commercial rental to the public of originals or copies of their copyright works. A Member shall be excepted from this obligation in respect of cinematographic works unless such rental has led to widespread copying of such works which is materially impairing the exclusive right of reproduction conferred in that Member on authors and their successors in title. In respect of computer programs, this obligation does not apply to rentals where the program itself is not the essential object of the rental. 
The provisions of the Berne Convention as incorporated into the TRIPS Agreement allow free uses for certain specified purposes, such as quotations, illustrations for teaching purposes, and reporting of current events. They also allow limitations to the reproduction right. Minor exceptions can be made to the public performance right.

Non-voluntary licences can be applied to broadcasting and communication to the public of works broadcast, as well as to the recording of musical works. Developing countries may provide compulsory licences, subject to certain conditions, in respect of reproduction and translation of works for educational purposes.

Article 13 of the TRIPS Agreement is a clause governing limitations and exceptions generally. It sets out the so-called "three-step test". It permits limitations or exceptions to exclusive rights only if three conditions are met: (1) the limitations or exceptions are confined to certain special cases; (2) they do not conflict with a normal exploitation of the work; and (3) they do not unreasonably prejudice the legitimate interests of the right holder.

In general, the minimum term of copyright protection is the life of the author and 50 years after his death (Article 12).

As regards related rights, the term of protection is at least 50 years for performers and producers of phonograms, and 20 years for broadcasting organizations (Article 14.5).

The term of the protection available under this greement to performers and producers of phonograms shall last at least until the end of a period of 50 years computed from the end of the calendar year in which the fixation was made or the performance took place. 

The term of protection granted pursuant to paragraph 3 to broadcasting organizations shall last for at least 20 years from the end of the calendar year in which the broadcast took place.

Lecture 4. Trademarks 

In a Member, the owner of a registered trademark must at least be able to stop the use of an identical or similar sign on similar goods or services in the course of trade, which would create a likelihood of confusion among consumers as to whether those goods or services originate from the right holder's undertaking. If the trademark is considered a well-known trademark, such protection would apply even if the trademark is not registered in the country where protection is claimed and, in certain circumstances, extend to use of such signs also on products which are not similar to those in respect of which the trademark is registered.

The TRIPS Agreement provides a general clause which sets out the criteria that permissible exceptions to trademark rights must meet. Under this provision, Members are only allowed to provide for limited exceptions to trademark rights if these take into account the legitimate interests of the right owner and those of third parties.

While Members can set conditions on how trademark rights can be licensed and transferred, they must ensure that compulsory licences are not available for trademark rights and that the transfer or assignment of a trademark is possible without (i.e. independently of) the transfer of the corresponding business.

The initial term of protection for trademarks in Members must be a minimum of seven years which must be renewable indefinitely. This means that protection of a trademark, provided that it is continuously renewed, may last for an indefinite period of time. If Members require the actual use of a trademark for its renewal, a period of at least three years of uninterrupted non-use must be allowed before the registration is cancelled.

Lecture 5. Geographical Indications
A geographical indication (GI) identifies a good as originating in a particular region or locality in the territory of a WTO Member, where a given quality, reputation or other characteristic is essentially attributable to its geographical origin.

The TRIPS Agreement requires Members to provide protection for geographical indications, which are defined under Article 22.1 as indications which identify a good as originating in the territory of a Member, or a region or locality in that territory, where a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin. This definition has been interpreted or implemented by Members in various ways. The main requirement is that there is a linkage between the quality, reputation or other characteristics of the good and its geographical origin as identified by the GI. Appellations of origin are a special category of geographical indication. The definition is limited to goods.
The TRIPS Agreement does not specify the legal form that the protection to be provided should take. It leaves it to Members to determine if and where the acquisition and maintenance of protection should depend on meeting prior procedural requirements and formalities. In practice various means of protecting geographical indications are used by Members, including: laws on business practices (e.g., on unfair competition, or on consumer protection), trademark law (i.e. certification or collective marks), and sui generis GI laws.

The TRIPS Agreement requires two basic forms of protection to be available in respect of all GIs: against use in a manner that would mislead the public as to the true origin of the product; and against use that would constitute an act of unfair competition within the meaning of Article 10bis of the Paris Convention. 
Under Article 23, the level of protection for geographical indications for wines and spirits is higher. It is not dependant on meeting tests of misleading the consumer or unfair competition and applies even if the true place of origin is indicated or the use is accompanied by certain qualifying terms such as 'type' or 'kind', or the use is in translation. Under both Article 22 and Article 23, the right to take action must be available to any interested party, i.e. not only the right holder but also distributors, or associations of consumers, for example.

Under Article 22.3, where a geographical indication is used as, or in, a trademark for goods not originating from the place identified by that indication, Members are required to provide legal means to reject the application for, or to invalidate the registration of, that trademark if that use would mislead the public as to the true origin of the goods. Under Article 23.2, the use of a geographical indication as, or in, a trademark, on a wine or spirit not originating from the place identified by that geographical indication must as a general rule be prevented, whether or not the public would be mislead.

Protection against the use of a homonymous geographical indication must be provided where it would mislead the public as to the true origin of the goods. For wines, certain practical guidelines are set out for the co-existence of homonymous GIs in cases where the public would not be mislead.

Article 24 provides for a range of exceptions to the protection that would otherwise have to be given, notably in respect of terms that have become generic in the local language, certain prior trademark rights and certain other forms of prior use that pre-date the TRIPS Agreement. These exceptions are accompanied by a commitment on the part of Members to be willing to enter into negotiations, bilaterally or multilaterally, including about the continued applicability of the exceptions. A specific role is also given to the Council for TRIPS to review the application of the TRIPS rules in this area and consult about compliance issues.

Lecture 6. Patents
Questions:

1. What is patent?

2. The subject matter of patent protection.

3. Conditions of patent protection and the exclusions permitted.

4. The rights of patent holders

5. Permissible exceptions to patents rights.

6. Duration of patent protection.

7. International agreements on patents.
A patent is the title given to the intellectual property right that is granted to protect inventions. It gives inventors an exclusive right to prevent others from exploiting the patented invention, during a limited period of time.

The term "invention" is not defined in the TRIPS Agreement. 

WIPO, in its publications, states that an invention may be defined as a new solution to a technical problem. However, other approaches can also be found in national laws. It should be noted that scientific theories, aesthetic creations, schemes, and rules and methods for performing mental acts are generally excluded from patent grant. These activities do not aim at any direct technical result but are rather of an abstract and intellectual character.
The TRIPS Agreement requires Members to make patents available for any inventions, whether products or processes, in all fields of technology without discrimination, subject to the tests of novelty, inventiveness and industrial applicability. It also requires that patents be available and patent rights enjoyable without discrimination as to the place of invention, the field of technology and whether products are imported or locally produced (Article 27.1).
The conditions of patentability are:

- novelty;

- inventive step;

- industrial applicability

Members shall require that an applicant for a patent disclose the invention in a manner sufficiently clear and complete for the invention to be carried out by a person skilled in the art and may require the applicant to indicate the best mode for carrying out the invention known to the inventor at the filing date or, where priority is claimed, at the priority date of the application (Article 29.1).

There are three permissible exclusions allowed to the basic rule on patentability. One is for inventions contrary to ordre public or morality; Members may refuse to patent inventions dangerous to human, animal or plant life or health or seriously prejudicial to the environment. The use of this exception is subject to the condition that the commercial exploitation of the invention must be prevented and this prevention must be necessary for the protection of ordre public or morality (Article 27.2).

The second exclusion is that Members may exclude from patentability diagnostic, therapeutic and surgical methods for the treatment of humans or animals (Article 27.3(a)).

The third is that Members may exclude plants and animals other than micro-organisms and essentially biological processes for the production of plants or animals other than non-biological and microbiological processes. However, any country excluding plant varieties from patent protection must provide an effective sui generis system of protection or a combination of patents and sui generis protection. Moreover, Article 27.3(b) is subject to review four years after entry into force of the Agreement. The review started in 1999 and is continuing.
The exclusive rights that must be conferred by a product patent are the ones of making, using, offering for sale, selling, and importing for these purposes. Process patent protection must give rights not only over use of the process but also over products obtained directly by the process. Patent owners shall also have the right to assign, or transfer by succession, the patent and to conclude licensing contracts (Article 28).

If the subject matter of a patent is a process for obtaining a product, the judicial authorities shall have the authority to order the defendant to prove that the process used to obtain an identical product is different from the patented process, where certain conditions indicating a likelihood that the protected process was used are met (Article 34).

Limited exceptions. Members may provide limited exceptions to the exclusive rights conferred by a patent, provided that such exceptions do not unreasonably conflict with a normal exploitation of the patent and do not unreasonably prejudice the legitimate interests of the patent owner, taking account of the legitimate interests of third parties (Article 30).

Compulsory licences. Compulsory licensing, including government use without the authorization of the right holder, are allowed without limitation as to grounds but subject to conditions aimed at protecting the legitimate interests of the right holder. The conditions are mainly contained in Article 31. These include the obligation, as a general rule, to grant such licences only if an unsuccessful attempt has been made to acquire a voluntary licence on reasonable terms and conditions within a reasonable period of time; to pay adequate remuneration in the circumstances of each case, taking into account the economic value of the licence; and that decisions be subject to judicial or other independent review by a distinct higher authority. Members may relax certain of these conditions where compulsory licences are employed to remedy practices that have been established as anticompetitive by a legal process.

The term of protection available shall not end before the expiration of a period of 20 years counted from the filing date (Article 33). An opportunity for judicial review of any decision to revoke or forfeit a patent shall be available (Article 32).

Lecture 7. Industrial Designs
The term “industrial design” is generally understood to refer to the ornamental or aesthetic aspect of an article. 

 Designs can consist of three-dimensional features, such as the shape of an article, or of two‑dimensional features, such as patterns, lines or colours. Industrial designs are present in a wide variety of industrial products including medical instruments, watches, jewellery, electrical appliances and vehicles.
From an intellectual property law perspective, however, an industrial design refers only to the ornamental or aesthetic aspects of a product. In other words, it refers only to the appearance of an armchair. Although the design of a product may have technical or functional features, industrial design, as a category of intellectual property law, refers only to the aesthetic nature of a finished product, and is distinct from any technical or functional aspects.

Industrial design is relevant to a wide variety of products of industry, fashion and handicrafts from technical and medical instruments to watches, jewelry, and other luxury items; from household products, toys, furniture and electrical appliances to cars and architectural structures; from textile designs to sports equipment. Industrial design is also important in relation to packaging, containers and “get–up” of products.

Industrial design is relevant to a wide variety of products of industry, fashion and handicrafts from technical and medical instruments to watches, jewelry, and other luxury items; from household products, toys, furniture and electrical appliances to cars and architectural structures; from textile designs to sports equipment. Industrial design is also important in relation to packaging, containers and “get–up” of products.

As a general rule, to be able to be registrered, adesign must meet one or more of the following basic requirements, depending on the law of the country:

The design must be “new”. A design is considered to be new if no identical design has been made available to the public before the date of filing, or the application for registration.

The design must be “original”. A design is considered original if it has been independently created by the designer and is not a copy or an imitation of existing designs.

The design must have “individual character”. This requirement is met if the overall impression produced by a design on an informed user differs from the overall impression produced on such a user by any earlier design which has been made available to the public.

According to Article 25.1 of the TRIPS Agreement, industrial design protection must be available for designs that are:
new or original; and
independently created.
The TRIPS Agreement provides that at least 10 years' protection must be available for independently-created industrial designs that are new or original.

Textile designs, which typically have a short life cycle and require multiple registrations are given special attention: requirements for the obtaining of protection should not stand unreasonably in the way of gaining that protection. The special provisions for textile designs protection can be provided through copyright law or industrial designs law. Apart from the priority provision incorporated from the Paris Convention, the TRIPS Agreement does not stipulate any formalities necessary to obtain design protection so that Members are free to establish their individual regime of such requirements.

Owners of protected designs must be able to prevent the unauthorized manufacture, sale or importation, for commercial purposes, of articles bearing or embodying a design which is a copy of the protected design.

The language on permissible exceptions to the rights conferred on the owner of industrial designs is very similar to that in Articles 13, 17 and 30 and is drawn from the so-called three-step test referred to first in Module 3 above (Article 26.2).    

The duration of protection available shall amount to at least 10 years  (Article 26.3).

Lecture 8. Layout-designs (Topographies) of Integrated Circuits

A layout-design is the three-dimensional layout of an integrated circuit (or “chip”).

! As such, layout-designs do not fall easily under the pre-existing categories of intellectual property law. They may be too functional for copyright protection but not inventive enough to merit patent protection. Thus the TRIPS Agreement contains rules specifically addressing their protection. However, these rules are flexible enough to allow countries to use more patent-like approaches with formalities or more copyright-like approaches without formalities as they see fit.
An integrated circuit (or "chip") is an electronic device that configures circuit elements on a circuit board to perform an electronic function. Typically, an integrated circuit comprises active electronic devices (like transistors or diodes) or passive electronic devices (such as resistors and capacitors). These elements are typically configured on a board made of a semiconductor crystal such as silicon. Broadly, integrated circuits are classified into microprocessors and memories. A microprocessor typically performs information-processing functions because it has logic circuits capable of electronically performing information processing. Memories enable storing and retrieval of data.
The TRIPS Agreement requires Members to protect the layout-designs ("topographies") of integrated circuits in accordance with the provisions of the IPIC Treaty of 1989 (IPIC Treaty), together with the additional provisions of Articles 35-38 TRIPS Agreement.

Protection extends to such layout-designs that are:

original in the sense that they are the result of their creators' own intellectual effort; and

not commonplace among creators of layout-designs and manufacturers of integrated circuits at the time of their creation.
Members are to consider unlawful, if not authorized by the right holder of the design, the reproduction and the importation, sale or other commercial distribution of a protected layout design, of integrated circuits incorporating such a design, or of articles which contain such integrated circuits. Innocent infringers, who import, sell or distribute integrated circuits that use unlawfully-copied layout-designs, must not be held to have acted unlawfully, but if they sell remaining stocks after having been notified of the infringement they must be liable to pay a reasonable royalty to the right holder. As regards compulsory licensing, the same conditions apply as those applying in the patent area under Article 31 TRIPS, but in the area of semiconductor technology compulsory licences can only be granted for public non-commercial use or to remedy anti-competitive practices.

This protection is to last for a minimum of 10 years counted from the date of filing an application for registration or from the first commercial exploitation wherever it occurs in the world.

Lecture 9. Undisclosed Information
The protection of undisclosed information, which covers both  trade secrets and data submitted to government agencies, is not explicitly covered by pre-existing international intellectual property law, such as the Paris Convention. 
However, the protection required under the TRIPS Agreement is considered to be what is required in the course of ensuring effective protection against unfair competition pursuant to article 10 bis of the Paris Convention.
The protection of undisclosed information, which covers both  trade secrets and data submitted to government agencies, is not explicitly covered by pre-existing international intellectual property law, such as the Paris Convention. 
However, the protection required under the TRIPS Agreement is considered to be what is required in the course of ensuring effective protection against unfair competition pursuant to article 10 bis of the Paris Convention.
Article 10bis of the Paris Convention, as incorporated into the TRIPS Agreement, obliges Members to assure effective protection against acts of competition that are contrary to honest practices in industrial or commercial matters. It contains a non-exhaustive list of some acts of unfair competition which must be prohibited by Members, including:

- all acts of such a nature as to create confusion by any means whatever with the establishment, the goods, or the industrial or commercial activities, of a competitor; 
- false allegations in the course of trade of such a nature as to discredit the establishment, the goods, or the industrial or commercial activities, of a competitor; 
- indications or allegations the use of which in the course of trade is liable to mislead the public as to the nature, the manufacturing process, the characteristics, the suitability for their purpose, or the quantity, of the goods.
The TRIPS Agreement requires Members to provide for the protection of information that is secret, has commercial value and has been subject to reasonable steps to keep it secret. A person lawfully in control of such information must have the possibility of preventing it from being disclosed to, acquired by, or used by others without his consent in a manner contrary to honest commercial practices, including breach of contract, breach of confidence, inducement to breach of contract or confidence, as well as the acquisition of undisclosed information by third parties who knew or were grossly negligent in failing to know that such practices were involved in the acquisition.

Unlike other intellectual property rights, such as patents and copyright, for which the term of protection is finite, the protection of undisclosed information continues unlimited in time as long as the conditions for its protection continue to be met, i.e. it meets those conditions mentioned above. However, unlike patent protection, there is no protection against a competitor that develops the information independently. ILLUSTRATION: The formula for COCA-COLA  has been subject to protection for more than one century.
The TRIPS Agreement also requires Members to protect undisclosed test or other data, whose submission is required by governments as a condition of approving the marketing of pharmaceutical or agricultural chemical products which use new chemical entities, against unfair commercial use. Members are also required to protect such data against disclosure, except where necessary to protect the public, or unless steps are taken to ensure that the data is protected against unfair commercial use.

Members have differing interpretations of the obligation to protect test data against unfair commercial use under Article 39.3 of the TRIPS Agreement. Some countries are of the view that the most effective method of implementing Article 39.3 is to give the originator of the data a reasonable period of exclusivity during which the regulatory authorities must not rely on the data when approving other versions. Some others believe that there are other ways in which such data can be protected against "unfair commercial use" without the consequence for access to generic medicines that could flow from providing data exclusivity.
The TRIPS Agreement recognizes the right of Members to take measures to prevent or control anti‑competitive abuses of IPRs as long as these measures are consistent with the TRIPS Agreement; anti‑competitive practices are "practices or conditions that may in particular cases constitute an abuse of intellectual property rights having an adverse effect on competition in the relevant market". The Agreement establishes a consultation procedure for mutual acceptance between Members in such cases.

Lecture 10. Enforcement of IP Rights
Concerns in the multilateral trading system about counterfeiting and piracy and the perception that the international IPR system lacked effective rules on enforcement predated the TRIPS Agreement. 
A proposal on trade in counterfeit goods was submitted in 1978, as part of the Tokyo Round of trade negotiations, but no agreement was reached at that time. 
Subsequent work led to the inclusion of a specific mandate in the Uruguay Round negotiations, which, among others, called for the development of a multilateral framework of principles, rules and disciplines dealing with international trade in counterfeit goods.
When adopted, the TRIPS Agreement was the first multilateral treaty with detailed rules on the enforcement of IPRs.
Part III of the TRIPS Agreement entitled "Enforcement of Intellectual Property Rights". This section, which contains 21 articles, from Article 41 to Article 61, is about the enforcement procedures that have to be made available by Members to permit prompt and effective action against any act of infringement of intellectual property rights covered by the TRIPS Agreement. It is divided into five sections:

general obligations (Article 41);

civil and administrative procedures and remedies (Articles 42 to 49);

provisional measures (Article 50);

special requirements related to border measures (Articles 51 to 60); and

criminal procedures (Article 61).

The basic principles of the TRIPS Agreement also apply to the provisions on enforcement of IPRs. This means, inter alia, that Members are free, but not obliged, to implement stricter enforcement procedures and remedies, provided that they are TRIPS-consistent (Article 1.1). 

Members are also free to determine the appropriate method of implementing Part III of the TRIPS Agreement within their own legal system and practice; taking into account the existing differences in national laws in regard to enforcement rules, the TRIPS Agreement does not attempt to harmonize enforcement rules, but sets certain minimum standards (Article 1.1). 

In addition, Members are obliged to grant non-discriminatory treatment to the nationals of all other Members, i.e. national treatment and most-favoured-nation treatment (Articles 3 and 4), in regard to enforcement procedures and remedies. 

Finally, like the substantive standards of protection for the IPR categories covered by the TRIPS Agreement, Part III on enforcement is also subject to the WTO dispute settlement mechanism (Article 64.1).
Enforcement procedures, which Members are required to make available under the TRIPS Agreement, are to permit prompt and effective action against any act of infringement of intellectual property rights covered by the agreement. The general obligations also aim to ensure that certain basic principles of due process are met, in particular with respect to fair and equitable procedures, decisions on the merits of a case and the right to appeal. They also stipulate that enforcement procedures are to be applied in a manner which avoids the creation of barriers to legitimate trade and provides for safeguards against their abuse. Finally, they address some general understandings about resource constraints and the relation with other areas of law enforcement. 

The obligations provide that a right holder must be able to initiate civil judicial or, on an optional basis, administrative procedures against an IPR infringer. Those procedures must be fair and equitable. Certain rules on evidence are established. Furthermore, Members are required to provide judicial authorities with the authority to award three types of remedies: injunctions, damages and other remedies, such as destruction or disposal outside the channels of commerce. As part of the safeguards against abuse, the obligations also extend to the indemnification of the defendant where enforcement procedures have been abused by the right holder.

Civil and administrative procedures must be fair and equitable (Article 42). This means that:

defendants are entitled to written notice that is timely and contains sufficient details of the claims, including their basis;

all parties, including defendants and the alleged infringer, must be allowed to be represented by independent legal counsel;

procedures may not impose overly burdensome requirements concerning mandatory personal appearances;

all parties are entitled to substantiate their claims and to present all relevant evidence; and

the procedure must provide a means to identify and protect confidential information, unless this would be inconsistent with existing constitutional requirements. This could, for example, be relevant where an expert opinion is sought to determine damages.
Provisional measures are temporary injunctions which constitute an important tool pending the solution of a dispute at a trial. The TRIPS Agreement obliges Members to allow their judicial authorities to order prompt and effective provisional measures to take action against alleged infringements. Those measures aim to prevent an IPR infringement from occurring and to preserve relevant evidence concerning the alleged infringement. Like in other sections on enforcement, certain procedural requirements and safeguards against abuse are provided for.

Border measures enable the right holder to obtain the cooperation of customs administrations to intercept infringing goods at the border and to prevent the release of such goods into circulation. The TRIPS Agreement makes them mandatory at least for counterfeit trademark and pirated copyright goods; Members may also make them available for infringement of other IPRs, infringing goods destined for exportation, goods in transit, de minimis imports and parallel imports. Border measures are subject to certain procedural requirements and safeguards against abuse, similar to those applying to provisional measures. As regards remedies, the competent authorities must be empowered to order the destruction or disposal outside the channels of commerce of infringing goods.

Under the TRIPS Agreement, Members are obliged to provide for criminal procedures and penalties to address cases of wilful trademark counterfeiting or copyright piracy on a commercial scale. Their application to other cases of IPR infringement is optional. In terms of remedies, the agreement stipulates that sanctions must include imprisonment and/or monetary fines, and, in appropriate cases, also seizure, forfeiture and destruction of the infringing goods and of materials and equipment used to produce them.

Lecture 11. Dispute Settlement 
The Council for TRIPS is the body, open to all Members of the WTO, that has responsibility for the administration of the TRIPS Agreement, in particular monitoring the operation of the Agreement. The Council also constitutes a forum for consultations on any problems relating to TRIPS arising between Members as well as for clarifying and interpreting provisions of the TRIPS Agreement. The aim is, whenever possible, to resolve differences between Members without the need for formal recourse to dispute settlement.
The TRIPS Agreement promotes transparency by requiring Members to publish laws and regulations and final judicial decision and administrative rulings of general application made effective by a Member pertaining to the subject matter of the Agreement. The same applies to relevant bilateral and other agreements. Furthermore, Members are required to notify relevant laws and regulations to the Council for TRIPS in order to assist the Council in its review of the operation of the Agreement.

In general, the procedures are based on previous experience in the GATT, which was the forerunner of the WTO. This is why Article 64.1 of the TRIPS Agreement refers to the provisions of Articles XXII and XXIII of GATT 1994 as elaborated and applied by the DSU.

Article 64.1 of the TRIPS Agreement provides that Articles 

 HYPERLINK "http://www.wto.org/english/docs_e/legal_e/gatt47_02_e.htm" \l "articleXXII" \t "_parent" XXII and XXIII of the General Agreement on Tariffs and Trade 1994 ("GATT 1994"), as elaborated and applied by the Dispute Settlement Understanding ("DSU"), shall apply to consultations and the settlement of disputes under the TRIPS Agreement.

Article XXIII.1 of GATT 1994 provides for three grounds for complaints: 

(1) the failure of another Member to carry out its obligations under WTO Agreements; 

(2) the application by another Member of any measure, whether or not it conflicts with the provisions under those agreements; 

(3) the existence of any other situation.
In practice, most complaints brought to the dispute settlement system are of the first type, namely that they concern an alleged failure by another Member to carry out its obligations under WTO Agreements, including the TRIPS Agreement. These are commonly knows as "violation complaints". 

The second and third grounds for complaints allow a government to initiate the dispute settlement proceedings even when an agreement has not been violated, so-called "non-violation complaints" or "situation complaints". 
One of the characteristics of the former GATT and now of the WTO is the detailed and continuous follow-up of the implementation of obligations and the monitoring of compliance with them. Monitoring of compliance in the TRIPS Council is done in two main ways. First, the TRIPS Council is a body in which any Member can raise any issue relating to compliance by other parties. The second approach to monitoring compliance is a systematic examination of each Member's national implementing legislation by the other Members, involving the notification and a review of the legislation of Members.

An important feature of the TRIPS Agreement is that disputes between Members about compliance with obligations under it can be subject to the integrated dispute settlement system of the WTO.

Under the DSU, Members are committed, if they wish to seek redress of a violation of a TRIPS obligation, to have recourse to, and abide by, the multilateral WTO dispute settlement procedures and not to make a determination that a violation has occurred except in accordance with these procedures and not to retaliate except in accordance with authorization from the DSB. The WTO dispute settlement system is designed so as to ensure a rule of law in international trade relations through the impartial and effective resolution of disputes between Members.

Dispute settlement procedures can be divided into three main parts: (i) consultations between the parties; (ii) adjudication by panels and, if applicable, the Appellate Body; and (iii) adoption of panel/appellate reports(s) and implementation of the ruling.
Consultations between the parties. The procedures begin with a mandatory consultation period in an effort to find a mutually satisfactory solution. Members must enter into consultations in good faith within 30 days of a formal request for consultations, and the consultations must last at least 60 days from the date of receipt of the request, unless the parties agree otherwise or the Member addressed by the request refuses to consult. During this time, the issues in dispute can be clarified and, hopefully, the dispute can be settled. Other Member governments with a substantial trade interest can request to join the consultations too. All requests for consultations are circulated to all Members and made available to the public on the WTO website.

Appellate review. A party to the dispute may appeal the panel's findings to the Appellate Body, which is a standing body of seven individuals, three of whom serve on any one case. Member governments appoint Appellate Body Members in the DSB for four year terms.

Appeals are limited to issues of law covered in the panel report and legal interpretations developed by the panel. The parties make written submissions and oral statements at a meeting with the Appellate Body and third parties may also participate. The Appellate Body completes its work within 90 days, by publishing a report containing its findings on the issues raised in the appeal, which may uphold, modify or reverse the legal findings and conclusions of the panel. The report is circulated to all Members and made available to the public on the WTO website.
Adoption of the panel/appellate report(s) and implementation. The effectiveness of the WTO dispute settlement procedures flows partly from the way in which the reports on particular disputes are "adopted", or acquire legal force. The DSB considers the panel report, together with any modifications to it determined by the Appellate Body in cases of appeal, after it has been circulated to the Members and adopts it unless there is consensus not to do so. This negative consensus rule effectively requires the consent of the Member which prevailed in the report to prevent its adoption. As a result, panel and Appellate Body reports are adopted almost automatically.

Where a panel or the Appellate Body has concluded that a measure was inconsistent with the TRIPS Agreement, or any other WTO agreement covered by the DSU, its report will recommend that the Member concerned bring the measure into conformity with that agreement. The Member is given a reasonable period of time in which to do so. The reasonable period of time is agreed by the parties, failing which it can be determined by arbitration. In TRIPS cases this has generally ranged from six months, where a regulation had to be repealed, to twelve months, where a statute had to be amended by the legislature.

Full implementation of a recommendation to bring a measure into conformity with the WTO agreements is the aim of this Part of the procedures. 

However, pending implementation there is a possibility for the party which prevailed in the dispute to obtain voluntary compensation from the Member concerned, or authorization from the DSB to suspend obligations or withdraw concessions vis-à-vis that Member (in other words to "retaliate"). This possibility functions more as a threat to give credibility to the system and ensure prompt compliance within the reasonable period of time, although in a relatively small number of cases so far retaliation has been authorized.
Retaliation can be authorized, as a general principle, in the same WTO agreement where WTO inconsistencies have been found. So, for example, import duties can be increased above the bound rates on goods from a Member which has been found in breach of the GATT rules on trade in goods. Where this general principle is not practicable or effective, retaliation can be authorized under another WTO agreement from the one in which the WTO inconsistencies have been found, which is known as "cross-retaliation".
